IP Tx outline/checklist chart

Check big four + one – ownership, acceptance, warranty, 

limitation of liability, & indemnity

	Ownership issues
	Copyright
	Patent

	Sole author
	Initially owns
	

	Joint author
	Intent to merge – each party has 1/2 interest in whole work

Must account to other party – free rider wins
	Negative right given, but cannot exclude other party from making, using, selling…

No accounting necessary, may do whatever w/rights obtained

	Collective work
	Each party has 100% interest in work
	

	Work for hire
	EE w/in scope of EMP – no assignment necessary

OR 9 specified exceptions if there’s a writing
Independent K – MUST say the magic words
	Must get assignment unless hired to invent

See also Cal Labor Code § 2870-72 (CR 26)

Remember shop right

	Moral Rights
	Only applies to visual arts, 

Cannot tf moral rights – need agreement to waive
	No applicability

	First Sale
	§ 109 – only giving up right to distribute or dispose of

· Get around through licensing

· When buying software, just purchasing plastic w/license
	Patent Exhaustion – can only give up right to distribute; judge made

· To avoid, need conditional sale, but watch out for tying & misuse

· Mallinckrodt case – single use only ok as conditional sale, refurbisher liable for infringement

	Recordation
	Transfer of ownership
	

	
	§ 205(d): 1st executed prevails if recorded in US under (c) w/in 1 mo or w/in 2 mo outside US.

Otherwise latter prevails if recorded 1st in such manner and in good faith
	§ 262:  Void unless recorded at PTO w/in 3 mo OR before other.  If neither party does anything, then 2d party wins


Ownership issues in development agreements

· Customer needs/views

· Internal use – not much conflict

· Modification rights

· Sharing deliverables with 3d parties & affiliates or subs

· Consultant cannot share deliverable

· Way to solve – customer owns but can give exclusive license to consultant (then s/he cannot reuse) OR vice versa.  

· Consultant needs/views

· Re-use of pre-existing IP

· Modification – prefer to be controlling mods if supporting product

· Sharing – every 3d party who receives it free is a lost customer

· Need to reuse – cannot reconcile two view

Assignment Checklist:

· Must be in writing – CR 61

· Define invention

· Prior to EMP:  ask EE to ID all prior inventions that may relate to ER work

· Get representation that have not failed to disclose anything

· During EMP:  obtain broad royalty-free, irrevocable, perpetual, worldwide (for © -- often problem w/code) license to all prior inventions (pro-ER) 

· Post EMP :  Extend rights for ltd time, burden on EE to demonstrate invented later.  One year usually sufficient of § 16600 issue (Cal only?)
· Independent K – CR 33

· Emphasize independence – project-by-project, paid by fees, not hourly, taxes paid by K

· Address assignment, proprietary info, whether K may have own EEs (agents

· Recordation—see chart

· Cannot record unless assignment is in writing

· To perfect intangibles (except TS), file notice of tx w/sec’y of state OR record w/proper agency

· Under Peregrine, file © at © office.  For patents, file at PTO.  In any case, best practice is to file at fed & state official in case law changes

License Checklist:

· L’or grants to L’ee a L under certain IP rights to exercise such IP rights w/restrictions or limitations

· Definitions—

· L’or = owner of rights, original author/inventor, or l’ee w/rights to distribute

· L’ee = individual, corp, specific subsidiary, or all (affiliates)

· Can be a negotiated term

· May be a party seeking customers, business rel’p, distributors

· IP rights = all w/exception of TS, there only licensing the “know-how”

· Exercise – many possible modifications

· For software, often separates source from object code – rare to give away source code

· For broad drafting, esp. in film & video, attempt to grab any later arising rights ( all means now or created later

· Restrictions – CR 38

· Transferability

· Territory

· Field of Use

· Right to sublicense

· Consideration

· Duration

· Perpetual = as long as the IP right survives

· Irrevocable = cannot be terminated, think Listerine

· Exclusivity

· Can L’or still use?

· Minimal conditions may attach (see notes)

· UCC Provisions –

· In general, applies to most computer-related, even though they are more like a service than a good…EXCEPTION “pure” patent license

· UCC is very pro-buyer

· Acceptance

· Applicable provisions – CR 113

· §2-606: defines acceptance of goods.  Accepting any part leads to acceptance of entire unit.  Generally, occurs when—

· after “reasonable opportunity” to inspect, says conforming or will take in spite of non-conforming

· fails to make effective rejection after “reasonable opportunity to inspect”

· commits any act inconsistent w/seller’s ownership – if wrongful, constitutes acceptance if ratified by [seller?]

· §2-607: Effect of Acceptance

· §2-601: perfect tender rule.  See DP Tech (CR 120). If goods fail in any respect to conform, buyer may reject whole, accept whole, or accept some but reject rest.

· §2-602: How to reject

· Must notify seller “seasonably”

· Once rejected, cannot exercise any ownership

· §2-605:  if appropriate, buyer must give opportunity to cure
· §2-608: may revoke acceptance if find defect that “substantially impairs” value to buyer

· only where accepted on reasonable assumption that non-conformity would be cured, or

· acceptance reasonably induced in some manner by seller

· must occur w/in reasonable time

· §2-711: buyer’s remedies where seller fails or buyer rightfully rejects. Buyer may cancel order and in addition to getting back what has paid—

· may demand cost to cover

· recover damages for non-delivery

· What to do as a vendor?

· Define what constitutes “reasonable time” ( benefits both parties

· Set up procedure for acceptance – easy for software, harder for service or development agreements

· Limit remedies – avoid cost of cover, just leave return of $

· Eliminate revocation where possible by warranty – aim to keep $ and try to fix problem

· Acceptance in Development/Service Agreements

· General = not just services but also for RESULT, if pure service then just warranty of effort

· Want more details b/c it’s a one of kind item ( include power to review before accepting

· Specify time period

· More detailed procedures about acceptance of multiple deliverables

· Examples—

· CR 223 – company favorable, option to get all money back

· CR 220 – red-lined changes for developer friendly; 

· uses “materially conforms” so that if can use, company cannot complain too much

· statement of error lapses = acceptance

· Note, even though this is a service agreement, usually get into UCC law

· Warranty

· IS IT A SERVICE OR A GOOD?

· IS IT A CHANNEL AGMT?  See infra
· UCC provisions—CR 117

· §2-314:  Implied warranty of merchantability

· §2-315: Implied fitness for particular purpose

· applies to people other than merchants!  More likely applicable to development agreement s (my thoughts)

· §2-313: other EXPRESS warranties – mkt dept problems

· Cannot disclaim these warranties – §2-316(1) – because based on what you’re saying

· To avoid these problems, insert integration clause to effectively get a disclaimer w/o calling it one

· These implied warranty provisions DO NOT APPLY to development agreements – service, not good

· Non-UCC provisions

· Also implied warranties may arise based on course of conduct that both sides expect to be true (what are these??)
· Implied Integrity

· Non-infringement

· Title

· For development agreements, just get obligation to use reasonable skill and effort to complete product ( see CR 221 & CR 224
· How to manage warranties

· Eliminate by disclaiming

· §2-316(2) sets out how to disclaim—

· Must mention merchantability or fitness, be conspicuous and in writing

· “There are no warranties which extend beyond the description on the face hereof” is sufficient

· NB—implied warranties are judge-made law.  Judges will apply UCC differently so be careful

· Choose express warranty

· Probably unconscionable if NO warranty

· Conforms to manual or agree-upon characteristics

· Goal for client is to make sure that client can meet the risk of whatever warranty is chosen

· Place limitations & exclusions around warranty

· How long will it last?

· Take care of defects present but discovered later 

· Limit types of use under which warranty applies

· Require reproducible problem

· What happens when there is a warranty problem?

· Under UCC = breach ( sue for damages

· MUST LIMIT THE REMEDY.  Returning product for replace/refund just increases the available remedies.

· See Triad Systems & Sierra Diesel

· §2-719(1)(b) – insert SOLE & EXCLUSIVE remedy – CR 138. Best efforts to fix if never works will not protect you.

· STILL USE SOLE & EXCLUSIVE REMEDY FOR DEVELOPMENT AGREEMENTS
· BUT if that remedy doesn’t work, then all others are back on the table ( need back up remedy if sole & exclusive fails ( return purchase price.  Won’t fail of essential purpose

· Examples – CR 133 largely good K

· Pitfalls – Magnuson Moss Consumer Protection Act—

· Covers household goods, requires a number of things – in general, more work to disclaim warranties

· Cannot exclude implied warranties, may just limit to duration of express warranties.

· Indemnity

· Definitions—

· Indemnitor = l’or

· Indemnitee = l’ee

· Will protect l’ee from harm claimed by 3d party

· What to look for—

· Who is indemnified?  CR 162 1st – pro-indemnitee as many people included

· When does step-in occur?  

· What is indemnified?

· How? Standard clause about length of time to notify about claim

· Should provide reasonable cooperation
· Authority to defend or settle claim/suit often included but not always

· IP-specific issues in indemnification

· Implied warranty of title, CR 161 §2-312, can exclude this warranty but why would you?

· For patent license, although not a good, usually still have implied license of title but NOT infringement warranty

· Implied warranty of non-infringement -- § 2-312(3)
· §2-607—CR 115 – discusses what happens when warranty of infringement is breached.  If specs given to seller & then s/he produced it, & it infringed, no liability b/c you asked for it

· Example Clauses

· CR 162 1st:  pro-l’or, extremely broad provision

· NB terminology will change depending on context

· Indemnify for claim or cost = must pay first & then will reimburse

· Indemnify for liability = will pay up front

· CR 162 2d – drafted for specific small client concerned about whether could afford suit

· Back-up remedy – pro-rated return

· CR 46 #8—pro-l’or

· No mention of indemnity in provision! Only agrees to defend. Very narrow—take control to defend

· Scope limited to US ( avoid “other proprietary rights” language as will depend on the country.  Need to properly allocate risk

· Includes right to modify to avoid liability

· Includes right to STOP USE of product if cannot modify to avoid – aimed at reducing potential damages

· Sole & exclusive remedy language included

· Limitation on Liability

· General purpose – worry about allocating risk in a way that makes sense for your client.  If you pay $5 for a service, should not be signing up for $1M in liability

· Damages—

· Direct – immediate result of the harm

· Consequential – “but for X” would have had…

· GOAL:  get rid of consequential or special/punitive damages or incidental damages.

· ALWAYS include a phrase about lost profits being part of consequential damages (that you’re excluding)

· ONLY SIGN UP FOR DIRECT DAMAGES

· Cannot get out of these as would be unconscionable

· First example CR 150 good

· CR 151 8.1 damages exclusive is a bit too vague – one party, another party

· DISCLAIM CONSEQUENTIALS

· §2-719(3) allows this – CR 138 – but if fail of essential purpose, then can recover under ANY remedy

· interpret separately these provisions separately

· failure of essential purpose will wipe out limitation on consequential damages – §2-719(2)
· middle approach requires total & fundamental breach wiping out consequential

· Consequently(keep warranty & limitation of liability provisions separate so that courts don’t read them together

· See Hawaiian Telephone & Colonial Life Ins.

· See CR 151 8.3 for example of how to ensure that warranty & limitation of liability are read separately

· THEN CAP DIRECT DAMAGES

· Avoid negative revenue deal if you limit liability to what you took in (assuming not unconscionable)

· Issues with reciprocal limitations on liability—

· If limit to what buyer spent, then they can breach early w/no real punishment (counter-incentive

· Sol’n:  carve-out.  Notwithstanding, no limit for amounts owed

· If cap at $1M & make reciprocal, then if licensee wants to infringe, has infringement price tag.  Need carve-out for buyer’s liability – otherwise, wont’ even get $1M b/c your damages are consequential as you aren’t out anything

· Also brings up indemnity issues

· Term & Termination
· Basics—
· Duration of term
· Fixed – gives end date
· Automatic renewal –
· Often used w/distributors
· Must track year & termination procedures
· NOT ALLOWED IN BELGIUM OR JAPAN! As considered perpetual (thus only fixed terms allowed there)
· Perpetual—
· Not irrevocable
· Cannot EXTEND THE LIFE of an IP right
· Grounds for termination
· Cause = breach – list some, but include “any other material breach” or some other non-exclusive language ( CR 183 § 10.3
· Bankruptcy clauses not enforceable – CR 183 § 10.3
· Often include assignment to competitor as ground for breach
· w/o cause = convenience
· only one party has the right to terminate for convenience
· Procedure for termination – notice & opportunity to cure
· Different grounds may have different time periods attached ( CR 183 § 10.4
· Convenience may have longer period attached
· Not all breaches can be cured – if they post your IP online, might want immediate termination w/injunctive relief
· Consequence of termination
· Orderly termination clause
· Return of property, copies, consider what to do w/archival copies
· Any continuing rights?  Sublicenses to end users may still be in effect…
· Timebombs – self-help not allowed unless VERY clearly explained in K.
· Survival provisions—ID which clauses are still in effect after the rel’p has terminated –CR 183 § 10.6
· TS-related
· Limitation of liability & warranties
· Indemnity clauses
· Payment

· NB – discussed in context of development agreements, but would apply for anything
· Terms
· Time & materials – services as you go
· Fixed payment – charge flat rate
· Carrots & Sticks
· Milestone payments (CR 224) – not tied to T&M or fixed payment in this K. 1% per day stick
· Try to argue not liquidated damages here – think about the language used
· Time is of the essence
· Perfect tender rule only applies to goods in the UCC, otherwise, the rule is substantial compliance ( late by a minute doesn’t get you anything
· Use “time is of the essence” language to denote that every second counts
· However, if time is of the essence, make sure whole K reads that way – next sentence in CR 224 belies it
· Timing
· Milestone payments – calendar or event-based
· Balloon payments – largest payment when truly finished – very hiring party favorable
· See CR 222 balloon + milestone example
· Are they refundable?  Usually only some fees are non-refundable to ensure you got what you bargained for.
· Exception might be litigation – out of pocket loss; but technically, not refunded
· Arguments & Negotiations
· T&M 
· great for developer – can easily run up cost
· hiring party will not like T&M b/c could lead to delay in completion & b/c hard to budget
· discussion in reading is bad – T&M w/cap does not work
· Fixed price

· Make sure explicit w/assumptions

· Hiring party should specify who you’ll have access to, how much space you get, etc.  It will be their fault if cost overruns are attributable for those things

· Termination for Convenience

· Fixed price K – if can tell that costs will escalate, can just drop

· If client can drop for convenience, ok, but make sure you get paid for all work completed by that date, even if on calendared pay schedule

· Boilerplate

· CR 191
· § 9.1 – parties as separate entities

· disclaim fiduciary duties

· § 9.2 – notices

· to whom should notice be addressed? Often not the signator of the K

· Want specific detail, not just name of company

· When does receipt take place?

· § 9.3 – Choice of law, sometimes include choice of forum

· § 9.4—Integration clause

· § 9.5 – severability

· § 9.7 –

· § 9.8 – Assignment and successors—

· often important thing to keep in mind, will depend on whether exclusive or not, often licensee doesn’t have the rights in case merge with competitor

· see also p. 204

· § 9.9 – dispute resolution

· arbitrate or mediation? p. 191 or 202

· steps needed to get to resolution may be included

· § 9.10 – attys’ fees clause

· § 9.11 – originals in duplicate for records & not faxed copies

· § 9.12 – consequential damages waiver is unusual here

· export provisions – p. 204

· either follow all regs (unnamed) – often change so better not to name them

· Force majeure – p. 205

· Fed regs for software – see CR 1 -- #8 ( consult with someone if have to license to gov’t as very complicated

· ANTI-TRUST ISSUES IN IP

· Source—

· Sherman Act

· § 1 – bans concerted acts in restraint of trade

· § 2 – predatory acts to get or maintain a monopoly

· Clayton Act

· Deals with M&A

· Int’l issues – GE & Honeywell – US said ok, EU said no

· States – have own anti-trust law, but almost not worth talking about

· Enforcement—

· FTC – Intel suit

· Justice Dept – think Microsoft, can also bring criminal cases (unlike FTC)

· Anyone can bring claims 

· terms

· Horizontal – wrt companies

· Gov’t more suspicious of competitors colluding (so to speak)

· Vertical

· Not so much competitors together

· Markets—

· Is there a substitute for product?  If yes, then that’s not their market. Usually most broadly defined – no real sub if price were raised slightly

· Mkt power – ability to raise prices and not have consumers go to another product

· Patent ≠ mkt power BUT now it’s back as a potential issue again – Independent Ink case up for cert

· Per se rule of reason (RR) – modes of analysis used by cts to determine whether an antitrust violation; did the act so it’s an anti-trust violation ( price fixing, resale price maintenance, horizontal market allocation & bid rigging automatically fall into this category

· RR – look at the bad act, maximum resale price control ( figure out pro-competitive effects, anti-competitive – how does the balance come out?

· Misuse – makes IP right unenforceable w/o mkt consideration

· Six problematic acts—

· Refusal to license

· AT (anti-trust) – except w/in 9th Cir, this is ok.  As arbitrary as you want, but 9th Cir there’s the Kodak case which said presumption that can get away, but if presumption is mere pretext, then you’re screwed

· Patent Misuse – (hard to show now) – never misuse

· © misuse – basically can do it 

· Tie-ing

· AT – rule of reason

· Patent Misuse – req mkt power for liability

· © misuse – hasn’t come up

· Tie out – Lasercomb facts; ltd defense – for quality reasons if nothing else can do, then ok but hard – very suspect

· AT – RR

· Patent misuse – need mkt power

· © misuse – no RR analysis, if you did it, you lose

· Package licensing – ties two pieces of IP together 

· AT – RR, usually if not coerced, then ok. Avoid other party saying no to avoid trouble

· Patent misuse – mkt power? Yes, ok if not coerced

· © misuse – hasn’t come up

· Total sales royalty— royalty on everything regardless of whether its covered by a patent

· AT – ok if not coerced

· Patent Misuse – ok if not coerced

· © misuse – hasn’t come up

· Grant backs – any add’l improvement will require assigning rights back

· AT – RR, grant back alone ≠ AT violation

· Patent misuse – must be beyond the scope of the patent

· © misuse – do inclusions of no rev eng’g terms constitute misuse?  Alcatel case 5th Cir – misuse.  BUT FC & 8th have said that can waive Fair Use rights in K.  Use “To the extent (or not) permitted by law…” when including this clause in license

· Shrinkwrap & Other Non-traditional Licenses

· Need to protect product – offeror is master of terms

· Allows price discrimination

· Only one case out there saying that shrinkwrap is unenforceable – all others follow ProCD
· Types:

· Terms of use – usually for services, pay now w/terms; lacks affirmative assent

· Click wrap – clear assent; terms contemporaneous

· Install wrap – clear assent; pay now for terms later

· Shrink wrap – implied assent, pay now for terms later

Confidentiality Checklist:

· Define confidential info – see CR 60 (pro-discloser); CR 50-51 (pro-receiver)

· Non-disclosure obligations and restrictions on use

· Keep secret

· No 3d party disclosures

· Use restrictions

· Number of copies available

· Degree of care specified often

· Filter – general TS loopholes – readily ascertainable, gen’l available, public domain, etc.

· Terms – lifespan of agreement and obligation to keep secret

· Obligation to keep secret should last longer than agreement to benefit the discloser

· Damages Clause – often request injunctive relief based on agreement that irreparable harm will exist.  Not always enforceable

· Residuals Provisions – CR 59

· Big companies like these as a way to get out if they have something not written down (couldn’t you do this under the general filter?)

Channel Agreement Checklist:

· General

· Finished Goods

· Small vendors initially sell direct

· Later, expand through resellers who have many more customers

· As get even bigger, vendors sell to distributors who sell to resellers – two-tier channel

· Get discount on original product to get to the suggested list price

· CANNOT sell directly to customers here or will undercut other tiers

· Shrinkwrap designed to ensure K between Vendor & customer as otherwise no privity w/initial vendor

· Non-finished Goods

· Vendor sells to OEM

· OEM creates end product. Often required to bundle items w/own product – cannot sell as stand alone; often sells copies of vendor’s product

· VAR – value added reseller – like OEM adds something besides

· SI – system integrator, defined on a deal by deal basis

· Sales rep is involved to find customers – doesn’t actually buy the product

· Never refer to them as sales agent ( want to avoid agency obligations

· See CR 261

· Reseller agreement—CR 254

· Marketing

· MDF – marketing development funds.  Reseller gets % of total amount of invoice only for ads for vendor’s product ( the more you sell the more ad $ you receive (virtuous cycle).  Intel inside.

· TM rights – see infra

· FRANCHISE PROBLEM—

· Franchise will be est’b if—

· Offer to sell goods & services in connection w/your TM,

· Est’b a mkting paln w/partner or community of interest (i.e. have an exclusive interaction), &

· Payment of a fee – includes indirect payment for req’d training course, buying equipment, signs, etc.

· Reason why you care—

· Franchise laws are vague, different standards in different states & FTC

· Restrictions will be imposed – no termination for convenience, must give resellers docs outlining risks, etc.

· If fail to give such info, civil & criminal penalties attach ( if lose, every reseller is a franchisee!

· Include phrase that not creating a franchise to improve chances that won’t be found

· Ordering & Payment

· Pricing

· Can hard code prices in agmt

· Discount off list price – CR 244 ( gives greater flexibility to Vendor in terms of price & product

· If exclusive seller, NEED TO FORCE them to sell SOMETHING

· If not EXCLUSIVE channel partner, incentive to make target by giving discount OK

· Robertson-Patman Price Discrimination Act—

· Designed protect mom & pop stores from giant chains

· Case law sparse

· Must treat competing channel partners equally on price

· Factors to consider—Competing=

· Geographic (internet people compete everywhere)

· Time

· Product

· Level of Channel partner

· To figure out if same level of channel – look at who they sell to – should be same

· DEFENSE – meeting competition price – reseller had a competing offer for same price

· Does not apply to end users – cannot give volume discount for same product.  But buyers can be guilty as well by accepting unfair price.

· Applies to FINISHED goods – does it apply to software?  Really w/software although saying buying a CD, really paying for software – buy the intangible IP right

· Warranty Issues

· ALWAYS DO SOMETHING AFFIRMATIVE TO BIND END USER

· Spagnol case – CR 240

· Company sells to reseller sells to end user

· Under PA law, company liable to end use b/c implied warrant of merchantability passes through ( varies state to state

· Some, no privity, no warranty

· Some no privity but disclaimers still pass through

· Shrinkwrap is there to est’b privity

· TM Licensing

· TM Review

· TM is anything that can ID & distinguish your goods & services from another

· Indicates a single source, even if unknown

· Can be anything – word, name, symbol, smell, color, sound, etc.

· Why license out TM?

· Proliferate a brand – proliferate products, services & tech; enter new tech or product mkts; expand geographically

· Income stream through royalties

· Increase product/service sales

· Prevent/decrease infringement

· Protect public from confusion/deception

· Maintain TM right (snooze, you lose)

· Why license in TM?

· Leverage existing brand – instant recognition & credibility – think small co licensing Intel inside

· Save $

· Est’b &/or Communicate biz rel’l

· Communicate value added

· When is TM license necessary?

· Fair Use –

· Reviews – competitors can trash you as a nominative fair use; can get good reviews ( must only take what’s necessary to succeed as fair use

· Descriptive marks – can still use windows w/o running afoul of MS Windows

· Permission—

· Sponsoring sporting event – will depend on look & feel whether choose to give permission and not a license

· License—

· Generates quality control req’mts

· Only registered marks in some countries abroad may be licensed

· Components of TM license – often separate from any tech license – see CR 289

· License grant

· ID TM

· Exclusivity?

· Transferability – included sublicensing & assignments

· Royalties

· CR 289 3.1 – should be “subject to & conditioned upon” so that license will terminated and you can get infringement + injunctive 

· Note cannot always do this

· Territory

· Where is the mark protected – TM applications on file?  Registrations issued?  Common law v. civil law countries

· Recordal req’mts – largely diminishing

· Exclusive territory – to expand must ask & pay – CR 290 – very one sided

· TM Protection Provisions

· Ownership acknowledgement

· Agmt not to harm TM rights

· Agmt not to assign any rights obtained EVEN inadvertently

· Other assurances of TM protection

· Control over 3d party claims – here, 5.4 is very unfavorable to l’ee b/c l’ee is not indemnified for anything, and can only ask to stop use

· Often strong TM owner can force such terms down someone’s throat

· NB – some countries give control of suits to exclusive l’ee

· Quality Control

· Need QC b/c otherwise invalid “naked” license w/out it

· TM signifies certain consistency to protect public interest

· No quality control (no consistency ( no source ID ( no TM rights ( lose investment in brand

· Genericide

· What level of control is sufficient?

· Doesn’t have to be high quality, just consistent quality

· Little may not be enough

· Too much may tend toward finding of franchise

· Way too much can invoke anti-trust claims

· Sufficient to meet reasonable customer expectations

· Include bug fix provisions, auditing rights

· Minimum bar in 6.5 – meets or exceeds industry standards

· L’ee self-control

· Financial control, long term rel’p, subject to FDA regs, or whether L’or manufactures and L’ee affixes logo

· Use Provisions

· Mandatory or optional?  
· Ensure use matches corporate standards – 7.1(d)

· Incorporate TM & graphic guidelines – 7.3 – poor taste clause never objected to

· Ensure no source confusion

· Ensure no tarnishment of owner or makr

· Preapproval rights

· Warranties, Damages, & Indemnities

· Never warrant that you “own” a mark, as you’re never sure you do in a common law country until you sue & win

· Disclaim warranties of ownership

· Limit damages

· Licensee indemnity vs. defend or settle

· Think about who should bear which risks

· Licensor indemnity – if do cap on damages, make it reciprocal

· Term & Termination

· Set term

· Termination for—

· Convenience

· Breach – non-material breach ( give opportunity to cure

· Defective product/service – immediate 10.2(b)

· Merger/acquisition – since based on trust, often include language controlling this aspect, more personal than most license agmts

· Bankruptcy

· Interference w/TM ownership

· Liability for infringement

· Effect of Termination – depends on reason behind it.  Think about what will really harm you; think about which provisions should survive beyond any termination

· More specific points from Example CR 289

· Recitals used to get parties to stick to a particular story in case you end up in court – cannot change the purpose behind the license

· Non-reciprocal program template—

· Stanford Tech license & will enhance GoBears software for incorp into its own product

· Ex A lists what ST is getting – good idea to include

· ST must use own corporate name & logo as well

· Must maintain compatibility – this is often the most difficult clause to negotiate

· Enforcement – agree to have injunctive relief

· Agmt on governing law & venue

· OS Licensing

· What is Open or Public Source?

· Provided to public w/o traditional restrictions—NDAs, etc.

· B/c license and not in public domain, still have disclaimer of warranty & limitation of liability—safer than public domain software

· Source code shared under some form of license

· Giving up b/c no more TS, no reasonable steps to maintain secrecy

· Relies on IP rights to control use & distribution

· Cf. public domain

· No control of how tech is used

· No limitation of liability – but aren’t they judgment proof often? 

· What is its role in e-commerce?

· Importance derived from—

· Peer reviewed software – 1000s contribute so potentially more innovative (compare Linux to Windows)

· World of bug fixers

· Valuable software free

· Encourages/facilitates interoperability

· Need community interest/support to get going

· Individual incentive may be glory, recognition in field, job opportunities (though some bugs aren’t sexy)

· Kinds of Open Source Licenses

· Open Source Licenses

· Provides source code w/right to modify & redistribute (even in source code)

· May or may not require posting of “diffs” – explaining what you changed

· May contain restrictions on charging for source or binary distribution

· Generally contain limitation of liability, © attributions, &/or other flow through req’mts

· K rel’p are serial – one l’ee to another & future downstream sublicense need no rel’p w/original l’or

· Types

· BSD – Berkeley Software Distribution License. Very liberal & old

· Short ~ 1/2 page

· You can do anything, including taking code private

· Problem – can write a brilliant code under BSD and then someone comes along, makes minor changes, and then it’s private ( where’s the incentive?

· No express patent license, only ©

· If 2d user takes great code, no recourse (b/c implied consent), but may have claim against 3d use

· In reality, many w/patent license under OS say protected by their patent so can sue all modifiers

· Effect:  broad adoption, lower community participation

· Disclaims all warranties & liabilities

· GPL – General public license – most aggressive

· Copyleft – must share modifications

· © that takes away freedom to resell

· guarantees that any derivative work will remain OS – requires licensing of derivative work under same license terms

· Viral

· Software that “contains … any part of” the GPL Program can be distributed only under GPL

· Only kicks in if distributed – will infected any code in which its inserted ( converts it to GPL

· May not be enforceable, b/c akin to IP misuse

· No express patent license

· Effect:  anti-commercial, community participation.

· Corps don’t want any GPL near them

· CDDL – Common Development & Distribution License (from Sun, Chris worked on)

· Copyleft

· Non-viral

· Can safely take CDDL code, combine w/proprietary and portions remain proprietary

· Binary license of your choice

· Combined work—can ship under binary license only but CDDL portion must have source code available

· Express patent license

· Patent peace

· If you sue P for infringement, all rights you’ve been given under CDDL disappear

· Re-useable – choice of forum/law

· Effect: pro-commercial, community participation

· Open Source Initiative certified – nonprofit that certifies when a license is OS – approx 50 exist

· Community Source License – source code available but not necessarily w/any right to distribute, modify, etc.

· SCSL – Sun Community Source License

· Designed for java and jini techs

· Kly req’s compatible implementation

· Not open anymore

· Cannot make any mods that would wreck – not really about OS but all about sharing

· Privity of K though hub & spoke

· Limitations on redistribution of source

· Goals of Public Source – why would anyone give something away?

· Create a standard/ubiquity – massive adoption quickly

· Sell services in connection w/software -- Redhat

· Help a complementary proprietary product work betters

· Game platform – more games = more players on your platform

· Capture developer mind share – want good developers on your stuff; free help

· Facilitate educational research – b/c will be in business

· Goodwill

· Sun Licensing Programs

· SCSL for Java

· CDDL for Solaris

· LGPL for OpenOffice.org

· SPL for NetBeans.org

· BSD for Project JXTA – experimental code, utilities & samples

· GPL for Project “looking glass”

· Considerations for posting – if you’re going to OS your product

· Code review for—

· Quality

· Inappropriate comments (engineers known for this)

· 3d party rights – make sure no 3d party right/code included

· Potential or existing patents – make sure patents on file

· Choice of License

· Goals of licensing – the license is the tail, the business model is the dog

· Managing Contributions

· Mods by other that are now GPL or whatever – 

· your corp OS under GPL – cannot privative as a result; don’t put in code unless they assign you back the derivate work they created.  Then can © all pieces and change license if you want

· BSD does not address patents – contributor agmt is helpful toward that end

· GPL does not combine w/other copyleft licenses – © assignment may be needed

· TM Considerations

· Developers want the world to know the source

· If not commercial, worldwide protection may not be practical

· May not want your name associated w/OS as someone could do something wrong w/it

· Dilution/lack of quality control

· TM can address compatibility concerns

· Avoid temptation to use Company’s name to get credit: rename technology

· Java server pages ( TomCat

· Star Office ( OpenOffice.org

· Require a separate TM license

· Web download issues – if your corp wants to USE OS

· Considerations

· No warranty or liability or support – use at your own risk

· Lack of indemnity/Pedigree of code – if it infringes, you’re left hanging

· Months/years publicly available

· If code out a long time, some comfort

· Terms of the OS license

· Target Product

· May not want to imbed this GPL code into your product unless you can easily take it out

· Contributor agreement used

· Does the provider have contributor assignments?

· Less risk of 3d party infringement issues

· Code review for attributions – giving credit req sometimes, don’t want to have to give it to competitor

· Summary

· Choose/review license carefully

· Free isn’t free

· Weigh liabilities

· Track and manage your obligations

· Impt place for public licensing in e-commerce world

Performance Warranty Checklist—CR 112

· Does warranty clearly state standard to which vendor is subject?  

· Hardware: free from defect in material & workmanship 

· Software: performs substantially in accordance w/end user documentation

· Does warranty specify the time period w/in which the customer must notify vendor of any warranty claims?

· Does warranty include appropriate exclusions?

· Exclusions for hardware maintained by an unauthorized party, or

· Which has been subjected to unusual physical or electrical stress, 

· For software errors which cannot be reproduced

· Which occur in unsupported hardware and system environment,

· Which has been modified by customer or any 3d party.

· Does warranty include appropriate conditions precedent to vendor’s obligation to provide exclusive remedy?

· Req that customer provide sufficient detail to allow the vendor to reproduce the error or demonstrate the occurrence of the error,

· Statement that all corrections will be made at vendor’s facility &/or borne by customer,

· Req that customer obtain a return materials authorization, or a statement of any costs that customer will be req to bear

· Does warranty include sole & exclusive remedy for breach of warranty?

· Does warranty include a backup remedy in event 1st remedy fails of essential purpose?

· Does Agmnt contain CONSPICOUS disclaimer of implied warranties of merchantability, fitness for a particular purpose, title, & non-infringement?

· If vendor supplies goods for reseller, does agmt req reseller to disclaim any warranties by its suppliers in tis K w/customers?

· Does the Agmt include language stating that no action was taken to ensure exclusion of any viruses or that a risk exists that viruses have not been excluded?

· Are the following limitations of liability set out in separate section from the warranty?

· Disclaimer of consequential & incidental damages

· Reasonable cap on vendor’s aggregate cumulative liability

· K limitation on time to sue

· Does agmt include a statement that parties have agreed that the disclaimer of consequential damages (and any other limitations on liability included) will survive even if the limited remedy in the warranty is invalidated?

· Does the agreement contain an acknowledgement by the customer that the purchase price or license fee reflects the negotiated warranty provisions?

· Does the agmt contain all material terms, including an INTEGRATION clause?

